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Dear Sir- 



Appcllunls herewith rcspccUully prcicjil ihcir Briel oii Api>cuJ ab iblluw^J. 
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\. RtAL PARTY IN iN f l'-KlZsr 

riic ic::! jjany iu iiiLC.c^ii is A:>2iii;ticc 1 NTtKNA l lONA L BUSlNLSS 
MACHINES CORPORATION, by viriue of uii assii^nmeoi cAccuicd by ihc iavanor^i oa 
June 6, 1 1. iiiui 13, 2001 and TjIcU w)ih ibc United Sluies Paicni and Trademark Office 
on June 14, 200 1, iccorded ai rcwl number Ol 19l 7 frame ULjonbcr 070?. 

2. RtLA l ei) APPEALii AND iNTERFERtNCES 

Appcllaau and itic iuidcisii;»ncd uuotncys urc nm uwurc ofiiny appcuU oi any 

nilcrfeicncvs wliicli will dirc(.Uy aftbci or be diicelly aftcCtcd by ur huvinij a bcarulii on 

ihc Board*:* dec I Si On m ibtr pending uppeul 

3 STATUi^ OF CLAIMS 

Clutnii i-3i arc curicnily pending and stand fuuUy rcjoclcd. Cluiins 1-3, 7-9, 
12- 1 22-24 and 27-31 ilund rejetied as aniicipaicd by Lewis, cl. al., Uiutcd Stales 
Patent No. 5,684,861 Claims 4 and 19 stand rejected us unpaieniabU uvcj Lewis \i\ 
vitrw of Abe cl. al , United States Patent No 5,966,309. Claims 5 and 20 stand lejccicd 
as unpaicniablc over Lewis m view of Kiuushuur ei al , United Stales Puicni No 
4,200.71 i . Claims 6 and 21 siand rejected a^ unpateniablc over Lewis m view of 
0*Donovuu Cl ul\ United Slates Paicm No. 5,960,070. Claims 10, 1 1/25 und 26 stand 
reicctcd as unpuiciuublc over Lewis m view of Allshcul ei. al , United Stales Patent No 



Claims 1-31 arc the claims on appeal .SW, AppcndiA. 
4. REFEKtNCGS 

Tlic Exummcr cited five references against ibe application. Lewis, et al.. United 
Slates Paienl No. 5,684,861 . Abe cl. al , Umlcd Stales Paieni No. 5,966,509, Krausliaur 
ct ai., Uuiled Stales Patent No 4,200,71 L O'ponovan cl. a[ , UmtcU States palcni No. 
5,960,070, and Allshcul el. al.. United Slates Patent No. 5,875,393 



3,875,393 
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5. STATUS OF ^MhNDMRNTS 

iNu ttiiiciidmcou have bceo made. A reply under 3? C.f.R §1 II 1 wab tikd on 
January tj, 2004 and cniercd intu Ihc upphcauoii. l ltiN appeal was tiled in re:>poiiie lu an 
ufr'icc action mailed March 25, 2004. 

6. SUMMARY OF INVENTION 

The nivcnliOO rclaie:i lu a nieihud oflfaekujg comnuiniealjona lusuge time In 
reipuiiie \v a cull, iiOie ineretneiiLs are euuincd, and u call conni is delernnncd based on 
[he eounled lime nKremenls. The Cull count is llicn modified based on ettliniii plan 
paraniciers A eumpulei uS^ible meduini 10 acconiplish the method sieps is also 
piovided, as well as a sysXeni nieludint; nicaai for couniini^ lime meienienis \o response 
lo a eall, mcansi for deicrmining a call eouni based on imie nicrements and meanb for 
nu>difyjn^ the eull eounl based 

Modilyin^i Uie c^II coum may involve several operations. One example ot a eall 
tOLini njodilleaiion is rt>undniii llie eall eounl lo the nearest minute. Anoiher exemplary 
cull cuuni modiliealion nivolvcs subiraeling un nlUial open eoimeelion imie trom the call 
couiii. In another e^ample, modifyiiii^ the call couni involves discouninig incoming 
Calls, or diseouiUmg nighiiinie or weekend calls Sft-, Specitlcauon of United Siaies 
Patent Appliealion, 09/881.1^73 al pages 6-7 

7. ISSUtS 

Are elaini-s 1-3, 7-9, l2-l8, 22-24 and 27-3 I, calhng for "nK>Utfynig ihc eall 
count based on CdlUniJ plan paranielcrs" anneipalcd by Lewis' diselo>uic of i^cneralniij 
siatistical information mdicaiivc of telephone usai^e and selung paramcicr values 
associated with the siaii:,iical informaiioa indicative of a cusionier billinii plan and the 
Current date and uniit'^ 

S GROUPING OF Cl^AlMS 

Claims 1-3 1 ^hould be considered as one group, slajulnig or falling; with elaim I 
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ARUUMFNTS 

Cliiuu I jequircb "nioditym^ lUc cull cuuin bu:>cd on cuilm^ pluw parumcicri^."' 
chis Jimuaiiun iioi diicloicd, nor luuv^hl or stiij^crsicd, by Lcwis^ ihe I02lb) 
rcjcc-tion has hccn iruvci:>cd, and sliuuld be wnjidrnwn. "Modifying Uio- cull couni bubcd 
un culliii- plan puramclcr:^'" is extensively dc;>cnbed and defined m Uic spccificulion on 
paiJLcs 6-7 iis described above iii ihc summary nf iiivciinon. 

l,cwi:i docs noi discU)sc modityinsj ihc call count based on cullaig plan p;uaHie- 
lers l lic fi^u^u^er rertrrenccd ilic ubsliaci, a^ well us cokimn 3 hues l2-2y and column 
5, Itne 55 lo culutnn 6. line 1 9. as di!>Closing ihis clanncd clemcni However, al must, 
Lcwi^ discloses merely having a call counl Specitlcally, Lewis discloses a nieihod and 
appaiauis Itial "geneiaicis siaiisucal informalion mdicaiivc of telephone usage " (Ab- 
siracl) Tiic Lewis apparatus and inediod "allows Uic user lo set puianieter values asso- 
cialcd With slali^ilicul information iiidicauve of u customer billuig plan and ihe current 
date and lime." (Abstract) At mo:sl, Lewis disclose.:) that u call count (i.e. the ^lallslleal 
tmormaiion) kept Nowhere d*>es Lewis disclose -'niodifyuig the eall eouul based on 
calhng plan paraiuciers." 

Allliou^li the txaininer argues Uial the disclosure the microprocessor luajnlains 
[aiid][siC) updates the scaiistical information as necessaiy" is ''equivalent to" the claim 
language, llie argumeiil fuiU - the elami lequires not only ihul the call count i>. modified, 
but that Ihe modification occur "based on calling plan paramelci-s " 

Lewis disclusc^ a battery operated monitoring apparatus to be metalled by a user 
on a cellular leleplione m Close proAumty lo ihe antenna, m order to eslimulc cell phone 
usage U:>agc ts tracked and compared 10 the cuslomei billing plan :Sec, Lewis, Ab- 
stract. However. Lewis docs not describe modifying the call count liased on the calling 
plan parameters. 
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Furlhcrinorc, Lcwib dues not diaelusc 'Guiding Ihc muddied Ctill couni, and de- 
icnninuiy un uccunmlated eitll cutinl" claimed ni Cluim 2 Lewis docs iioi dis;;lose 
■ sLibiraciiag the modified cull cuani from a iimc raiiun, and dcicm-iininij a leinammi^ call 
lime" as clanned m claim 3. I.cwiii ducb nor disclose usiny a modified call count, and 
rather diiclu:*c^ mecely d role iuumlalion ul'iime mcrenieius hunhcmuMe, cimms 2 a!id 
3 depend from claim 1, and arc ihcrctbrc allowable over Lewis tor ai le;til ihe :^me ica- 
sons Claims 7-S depend lium eiuiiii I and arc iherefoic allowable over Lewu tor ai 
kasi tile iame reasons Claims 17 and IS depend from clami 16 and are allowuble Over 
Ihe prior iifl fui al Ica.sl ihe same lca>uns Claims 22 and 23 depend frum eluun 16 uod 
»re allowable over Ihe pnor ua for al leasl llic ^time reasons. Addilionally, claims 22 
and 23 mcuipOruie limualions Miuilur ID ihe limilalion^ orclaims 7 and i>, and urc ihcre- 
rbrc allowable over ihe prior art Ibr :iiiiii!ar reasons 

l.cw»s does nol disclose a modified ealJ couni us claimed in claim ^) l-urihcr, 
claim 9 depends from el*;in» I Therefoie, claim 9 is allowable over l.ewi.-* Claims 12- 
|5 depend du'ccily from claim V and mdireelly rVuni claini 1, and are Lhcretbre allowable 
ovei ihe prior art lor al least the same reasons C Imms 27-3U depend from clami lb and 
incurporuie imntaiions similar lo claim 12-15 and are iherctbre allowable over die prior 
an for ai leasi the same reasons 

The remammij claims, rejeclcd under § 103(a) each depend, directly or indirectly, 
trum Claim 1 and are allowable over the pnor an for at Icasl the itimc reasons Where an 
nidependeni clami is nonobviou>, any claim depending iheretroni ii» also non-obvions. 
Sce MPbP 52143.03 (If an independent claim is nunobvious under 35 U S C. §103, ihcii 
any claim depending therefrom is ni>nobvioLis In re Fine , S37 F 2d 1 071. 5 USFg 159h 
(FedCir lyjiii)). 

However, additionally, the icfcienccs, alone ui m conibmaliun, fad to leach or 
su^jjcsv "iiioditymij ihe cliII count ba:>v?d un calling plan parameiers" as clanned m the 
independent claims, and there i> no sui^i^estion or nioiivaiion provided in ihe references 
lo arrive at the claimed invention. Indeed, by soMy teaching nielhods that s«/?/ the call 
count, and do not tmnltjy the call count, each reference directly and unequivocally 
leaches away from llie claimed invenuon 
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Tlieirrorc. :>pcCincuily, claims 4 and 1^ ufc piUcnlablc Over Lewis ili view of Abe 
ihc rctcrcncci fail lo Icucli or ^111^1^0:11 "mi.idirVni^ ihc call counl bused on calling plan 
paramciL-fi*" us claimed in ciaiius 1 aad 16. Ciuiins 5 and 20 arc palenluUie Over LL'wl^ 
111 View orKraushaar as ihc rcfcrcnccsi tail 10 lea^jh ur >*ugijcsi *'mudifyini; ihc call count 
based un Callniis plan paraiociers" as claimed ui Claims ! and 16. ClunlVs 6 and 21 arc 
patcnlablc over Lewis in Vicw of O'Dunuvan the references fait lu lead) or suggesl 
"iiiodifyiOg ihc call cuuul based un callnijj plan puranieiers" as claimed in clanli^ 1 yiid 
16. Clanns 10, I I, 25 and 26 aic paieniable over Lcwi^i ni view ofAllschul **> ihe refer- 
ences fail 10 leuch or su-i^csl "niudiryujii llie call couiU ba^ed on callini* plan parume- 
lers" as claimed in claims I and 16. 

Thus, Gruup 1 IS palcmable over Ihe pnor arx 

The Appellants rcspecUully submit thai clann> 1-31 fully satisfy llie 
requn cmenis of 35 U.S.C. s}>jH)2, 103 and 1 12. In vrew of ihc rure-um^, r»voial>le 
wonsideruuon and early pay:>age to issue of the present application is respectfully 
requested 



Dated June 4- 2004 



Rc:^j>ecituny submitted. 



CARDINAL LAW GRUUP 
1603 Urrmjilun Avenue. Suite 200U 
fivansion, IL 60201 
(847) yu5-7l I I 




FCcijjsiruiion Nu (33.yi>i) 
Attumcy foi ApipeUanis 
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10. Al'l'KNDIX 



couiUing umc nuTumcKis jn iespoa:ic lo a call: 
vklcrmunOii ii (Jill! coujjl baised on iiiiitf incrcnncnis, aiiU 
niudifyiiig ih^ ^all cuuiu bu>cd on cailtn^i plan p«iaincicrs 



2 The MicUiod of claim I twiliicr ctmipfiiiny, 

adding luodttlcd call couiil, ai*d 
dtricrminiiig an accuniulaicd call cowiil 



3 The incihud ofcluim 1 lurlhtT u-ompniiti^; 

iubiruuimg ihe modified uail ci>iua from a umc raiiuii, and 
dtrici tniuuig a icnmmuiH call umc 



4. The melhud ufclaiin I whtrfcin modifying llie cull eounl comprises 
lOLfuding die call counl 

5. Tlic method uf claim i wherein moditymg ilic call couni comprises sub- 
tracting an imiial open connection time from llic call count 

<>. The nicihod of claim 1 whciem modifyin- the call count compri'scs dis- 
counting an incoiiiiiig cull 
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7 The metliud of claim l whcrcm modifying ihe Call cuunl comprises dii- 
i:ouniing a ijtghUunc call. 

>i. The niclhi>d of claim 1 wliercm modifying llie cull covml vmupruei dii- 
counlin^ a weekend call. 

S> The melhod of claim I further compriiiing, 
providing a special u^uye paranieier; 

ciitCulaung a special call count based <>n The special usage parameicr und 
ihc niodificd call ci>luii 

10. The method of cluiin y wherein Ihc ;>pecial usat^c paiunieier comprisci* a 
long d(smncc paranieier. and ihc special call counl comprises a lonj^ disianCe wsa^e 
cownl 

I I . The meihud of ulanu wherein liic iiieCtul usaijc purantclcr compiiscs u 
local disuuice panmieler, and Ihe special call cOuni comprises a local disluuce uaaije 
counl 

12. The mclhod of claim 9 wherem chc spcciul u-su^e paritnicicr comprises a 
mghiumc usage parun^etcr, and ihC special call cOunc comprise-^ u lUghnimc u>agc count. 

13. The meihod of Clami 9 whcrcm The si->ccial u-iUi^e paraniclcr comprises a 
weekend usage parameter, and ihe special call couni compn.^es a weekend usage counl. 



PAGE 11/36 * RCVD AT 6/412004 5:01:41 PM [Eastern Daylight Time] ' SVR:USPT0-EFXRF-1(1 * DNIS:8/29315 * CSID:+18479057113 * DURATION (fnin-ss):07-24 



JUN-04-04 03:05PM FROfc^CLC FAX 



+18479057113 T-298 P. 12/36 F-r63 



Juno 4, 2004 

Case Nu : AUSy20Ul039()USl (9UO0/41) 
Seruil No.. Oy/ii« 1,873 
Kilcil. June 14, 2001 
P«^c y of 1 1 

14. The nicihuU i)f cluim V whcrcia ilic spcrciut u:saiic puraincTer i;um|->rii>cs a 
pcruk usage p;irjmeier. uiul iho >.pecutl call cOuni cooipriiCi 4 peuk uia^^c cOiiui 

1 5 I 4MeihoJ ofciaiiu 9 whc?rcin liic ^pecuil usage parameter cunipnscs an 
olT-pcak uiaj^c paitiineter, and llic ^peciul call cuulil compri:ics m\ olt-peak u:»agc COuOl 

16. A compuicr usfible medium including a program tor iratkmg commum- 

caliOiii usai^tj linic uompi'ising. 

compuTcr readable program code tbr coummi^ lime liicremcnib hi le- 

bpoObc U) a call; 

compulcr leadable prkJ^jrain code fur deiermmm- a Citll coum based uii 

umc iiiciemeuii; and 

compuier readable pro^jram cudc tor mudil'ymg ihe call cuuiil bused on 

caltiiiki plan parameiei's 

1? The eompuler usable iiicdlum of oiaim 16 tuatlcr cumpriMiiis; 

cuiiipulcr readable program code fur adding The modilicd cull couni. and 
computer readable pro-ram cvXic for deierminmg an aecumuluied call 

couni 

IK. The compuler u:>able meduuu of claim 16 furlher comprising; 

cornpuier readable program code for subuaLiiny ihc modified eall coum 

from a lime lUliOii; and 

computer readable projjruin code for delcnuinmt; a remanunii eall lime 
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19 I lie compuici usable medium ot claim 16 whet'cin lUiHlityinii Ihw cull 
couni conipriic:i rounding ih^' ^ali count 

2U. The computer unable njcamm of claim 16 whcicni modii'yinij the cull 
comU comprises subiraciing ttii nuiial open cooncclton tunc from ihc cull counl. 

2l Ihc compuici UN4blc medium ofclaimlb wherein moditymg ihc call 
counl conipriici discounting »n mcoinm*^cull 

22. The computer usable medium ofcl^im 16 whcrcui mi>d»tymii the cull 
count comprise^ ducounlinij u mghiiimc call 

23. The coinpulCi u^ublc medium ol'ciaiiu 16 wherkiin modifyini; ihc cull 
count ci»mprises discoimlul^ u wccl^cnd cull 

24 I'hc coiupuiei usable medium of claim i6 further C4»mprismg, 
computer readable projjium code tor piovidmg a special usai^c patunieier, 
computer readable pio-ram code fur calcululniiJ a special cull counl 

based on Ihc special usat»e parameter and the nioditled call count. 

25 flie computet usable medium of claim 24 wherem ilic special usage pa- 
rameter cooiprises a long disUtiicc puramclci, and the special call counl comprises n \on^ 
distance usai^c count 
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2h The conipuicr u:^t»ble medium ot'clyim 24 wheicin lUc special usu^^e pu- 
lumcicr compiiic. a local diMaiicc parameters, una Ihc specujl call counl compri:>cb u U>- 
cul UlslaOcc u^iagc comil. 

27. The conipulcr usable mcUiuu* of claim 24 wherein Uic special u.^agc pa- 
ramcicr compiise.s 4 nighllmie usage pammeicr, ami ihe special call cuuiU comprises a 
nii*hiliinc wsai;c cuuiU. 

2S 1 he conipuier u:sabk meLliimi ot claim 24 wherein Ihe special usage pa- 
laniclei comprise:, u weeUeucl u:>age parameter, and Ihc Npccial call cuuiil cuoipnses a 
wecKCuU usage eOuiU 

29. The conipuier usable nieaium of cimm 24 wherein ihe speCittl usage pu- 
ramelci compiise:, u peak usage parameler, and xhc special call cuuul comprises » peak 

MSUgC cDuni 

30 The conipuiei usable medium of claim 24 wherein ihc special usage pa- 
rameicr ei>ruprtses all ott-peak usan^ pai ameler, uOd ihe special Call couUl comprises an 
Olt-peak usuge couni. 

3 1 A communicaiions usage tune tracking system comprising. 
meaii> for cuuniiiig ume iiieieincnis in re-iponse lo a cull; 
means tor deiermaiing a call count based on ume ineremenis; and 
means foi moUifying ihe call cuuni b^ised on Calling plan paramelcrs 
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